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DETAILED ACTION 



1. 



This office action is in response to the amendment filed 10/21/08. 



2. 



Claims 1 , 4, 9 and 28were amended. 



3. 



Claims 21-27 are canceled. 



4. 



Claims 1-20 and 28-30 are pending in this office action. 



Response to Amendment 



5. The rejection of claim 1 under 35 USC 1 1 2, second paragraph, in regards to the 
claim language "email message data, and the audio data" is withdrawn based on the 
amendment. 

6. Applicant's arguments filed 10/21/08 have been fully considered but they are not 
persuasive. See Response to Arguments. 



7. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

8. Claims 1-20 and 28-30 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 



Claim Rejections - 35 USC §112 



was filed, had possession of the claimed invention. 
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9. Claim 1 is directed towards an apparatus for converting e-mail data into audio 
data and includes the limitation "wherein the communication connector is directly 
connected to the server and operates to transmit the audio data to a client upon the 
client's request". However, it is not clear where the specification describes a "direct" 
connection to a server. Paragraphs [12] and [13] describe a communication connection 
(i.e. switching unit and telephone line/LAN), but does not give any description of a direct 
connection to a server. There is no description of how a direct connection can be 
achieved using the communication connections. As such, claim 1 and its dependents 
fail to comply with the written description requirement. 

10. Claim 9 is directed towards a method for converting email data into audio data 
and includes the limitation "wherein said transmitting is performed bypassing an 
intermediary between the emails server and the client". However, the specification only 
describes the verifying of the contents of the server as being performed without going 
through an intermediary (See paragraph 9). There is no description of transmitting 
audio data as being performed bypassing an intermediary. As such, Claim 9 and its 
dependents fail to comply with the written description requirement. 

1 1 . Claim 28 contains the limitation "wherein the transmitting is performed without 
going through an intermediary between an email server and a client". However, the 
specification only describes the verifying of the contents of the server as being 
performed without going through an intermediary (See paragraph 9). There is no 
description of transmitting audio data as being performed without going through an 
intermediary. As such, Claim 28 fails to comply with the written description requirement. 
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12. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

13. Claims 1-8 and 29 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

14. Claim 1 is directed towards an apparatus for converting e-mail data into audio 
data and includes the limitation "wherein the communication connector is directly 
connected to the server and operates to transmit the audio data to a client upon the 
client's request". Based on the specification, it is not clear as to how a communication 
connector can be directly connected to a server. In most network environments, there 
may be various intervening devices between two connected devices, such as a client 
computer and a server. The intervening devices may include routers and switches as 
well as service provider access equipment that allows the client to access the network 
in the first place. As the specification offers not description of a "direct" connection, it is 
not clear as to what scope applicant is intending when describing a "direct" connection. 
For these reasons, claims 1-8 and 29 are indefinite. 

Claim Rejections - 35 USC § 102 

1 5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

16. Claims 1-5, 28 and 29 are rejected under 35 U.S.C. 102(e) as being anticipated 
by U.S. Patent 5,647,002 by Brunson (Brunson). 

17. With respect to claims 1 , Brunson teaches an apparatus (and corresponding 
method) for converting an-e-mail (electronic mail) data into audio data, comprising: 

a communication connector connected to an email server via a communication 
line (Col. 5 lines 14-34: synchronizer) and comprising: 

a controller configured to control a conversion of e-mail data received from the 
server into e-mail message header data, e-mail content data and e-mail attachment- 
type data (Col. 9 lines 42-65 and Col. 14 line 1- Col. 16 line 57: system recognizes 
email data as header, body and attachment data), and 

an audio data generator configured to convert the e-mail message header data, 
e-mail content data and e-mail attachment-type data into audio data including 
corresponding audio header data, audio content data and audio attachment-type 
identifier data (Col. 14 line 1- Col. 16 line 57 : email header data is converted to 
corresponding audio header data - col. 14 lines 1-62, same happens for content - col. 
14 line 63 - col. 16 line 44 - and attachment data - col. 16 lines 44-57),the audio 
attachment-type identifier data being an announcement of the existence and type of an 
attachment to the email (Col. 16 lines 46-57 and Fig. 18); and 
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a memory configured to store the e-mail data, the e-mail message data, and the 
audio data (see Fig. 1 - Memory 14), 

wherein the communication connector is directly connected to the server and 
operates to transmit the audio data to a client upon the client's request (Col. 2 lines 61- 
65 and Col. 5 lines 32-34). 

18. With respect to claim 2, Brunson further teaches an e-mail client program 
installed system (Col. 4 lines 51-63). 

1 9. With respect to claim 3, Brunson further teaches a video unit configured to 
process the e-mail message data; and a display unit configured to display the e-mail 
message data processed by the video unit (Col. 4 lines 51-63 email user terminals). 

20. With respect to claim 4, Brunson further teaches wherein the plural attachment 
types comprise an image-type attachment, a video-type attachment, an audio-type 
attachment, and an email-type attachment (Fig. 17 and Col. 17 lines 7-10). 

21 . With respect to claim 5, Brunson further teaches wherein the email message 
header information identifies the sender's name, a sending data and a subject of the e- 
mail (Col. 14 lines 1-28). 

22. With respect to claim 28, Brunson teaches a method for converting e-mail data 
into audio data, the method comprising: 

converting e-mail message header data, e-mail content data and e-mail 
attachment-type data to audio header data, audio content data and audio attachment- 
type identifier data, (Col. 14 line 1- Col. 16 line 57 : email header data is converted to 
corresponding audio header data - col. 14 lines 1-62, same happens for content - col. 
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14 line 63 - col. 16 line 44 - and attachment data - col. 16 lines 44-57) the audio 
attachment-type identifier data being an announcement of the existence and type of an 
attachment to the email (Col. 16 lines 46-57 and Fig. 18); and 

transmitting the audio header data, audio content data and audio attachment- 
type identifier data as an audio signal (Col. 2 lines 61-65), 

wherein the transmitting is performed without going through an intermediary 
between an email server and a client (Col. 2 lines 61-65). 

23. With respect to claim 29, Brunson teaches the apparatus of claim 1 , wherein said 
intermediary is an electronic mail client program (Col. 2 lines 61-65). 

Claim Rejections - 35 USC § 103 

24. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

25. Claims 6-20 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Brunson in view of U.S. Patent 5,632,002 by Hashimoto et al. (Hashimoto). 

26. With respect to claim 6, while Brunson is directed towards a user accessing and 
retrieving information from an electronic messaging system (Col. 2 lines 51-67), 
Brunson does not explicitly disclose wherein the controller is further configured to 
identify a total number of e-mails received by the apparatus and audio generator is 
configured to generate a corresponding audio message to send to the client. 
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Hashimoto teaches a controller that identifies a total number of e-mails received 
by the apparatus and audio generator is configured to generate a corresponding audio 
message to send to the client (Col. 51 lines 40-49). 

It would have been obvious to one of ordinary skill in the art to identify a total 
number of emails and generate a corresponding audio message as disclosed by 
Hashimoto in the electronic messaging system of Brunson. Using the known technique 
of identifying a total number of emails and generating a corresponding audio message 
to provide mailbox information as desired by Brunson would have been obvious to one 
of ordinary skill in the art. 

27. With respect to claim 7, while Brunson teaches support for other message 
headers (Col. 17 lines 10-13), Brunson does not explicitly disclose wherein the email 
data further includes gender information and the audio data generator is configured to 
generate the audio signal in a male voice that is not a sender's voice if the gender 
information identifies that the sender of the e-mail is a male, and to generate the audio 
signal in a female voice that is not the sender's if the gender information identifies that 
the sender of the e-mail is a female. 

Hashimoto teaches wherein the email data further includes gender information 
and the audio data generator is configured to generate the audio signal in a male voice 
that is not a sender's voice if the gender information identifies that the sender of the e- 
mail is a male, and to generate the audio signal in a female voice that is not the 
sender's if the gender information identifies that the sender of the e-mail is a female 
(Col. 49 line 64 - Col. 50 line 51). 
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It would have been obvious to one of ordinary skill in the art to use the gender 
information and the gendered audio signals as disclosed in Hashimoto in the electronic 
messaging system taught by Brunson. Using the known technique of gender 
information and generation of audio signals based on the gender information to provide 
message information as desired by Brunson would have been obvious to one of 
ordinary skill in the art. 

28. With respect to claim 8, Brunson further teaches wherein the male voice is also 
not of a receiver of the e-mail, and the female voice is also not of a receiver of the e- 
mail (In Hashimoto: Col. 49 line 64 - Col. 50 line 51). 

29. With respect to claim 9, Brunson teaches a method for converting e-mail data 
into audio data, comprising the steps of: 

receiving an e-mail from an email server (Col. 5 lines 13-23); 

storing the received e-mail received from the email server as e-mail message 
header data, e-mail content data and e-mail attachment-type data (Col. 9 lines 42-65 
and Col. 14 line 1- Col. 16 line 57: system can recognize email data as header, body 
and attachment data); 

receiving a request to retrieve the email (Col. 2 lines 61-65); 

converting the e-mail message header data, e-mail content data and e-mail 
attachment-type data to audio header data, audio content data and audio attachment- 
type identifier data, the audio attachment-type identifier data being an announcement of 
the existence and type of an attachment to the email (Col. 14 line 1- Col. 16 line 57 : 
email header data is converted to corresponding audio header data - col. 14 lines 1-62, 
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same happens for content - col. 14 line 63 - col. 16 line 44 - and attachment data - col. 
16 lines 44-57); 

saving in a memory the audio header data, audio content data and audio 
attachment-type identifier (see Fig. 1 - Memory 14); and 

transmitting the audio header data, audio content data and audio attachment- 
type identifier data to the client as an audio signal (Col. 2 lines 61-65), 

wherein said transmitting is performed by bypassing an intermediary between the 
e-mail server and the client (Col. 2 lines 61-65). 

Brunson does not explicitly disclose verifying a requestor's identification. 
Hashimoto teaches the verification of a requestor's identification when a request to 
retrieve email is received (Col. 55 lines 38-50: user verification based on some 
identification technique). 

It would have been obvious to one of ordinary skill in the art to use verification 
technique disclosed by Hashimoto to verify the email subscriber users of Brunson. 
Using the known verification technique as taught by Hashimoto to provide verification of 
users retrieving emails in the system of Brunson would have been obvious to one of 
ordinary skill in the art. 

30. With respect to claim 10, Brunson further teaches wherein in said audio 
converting and storing steps, identification information of the sender of the e-mail is 
checked and an audio conversion is implemented based on the checked result (In 
Hashimoto: Col. 49 line 63 - Col. 50 line 8). 
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31 . With respect to claim 1 1 , Brunson further teaches wherein the identifying step 
includes a step of judging whether there is an e-mail received after the client's 
identification has been identified (In Hashimoto: Col. 55 lines 38-50: user is verified 
before access is allowed). 

32. With respect to claim 12, Brunson further teaches a step of transmitting a 
message indicating that the email is not received when the e-mail is not received (In 
Hashimoto: Col. 51 lines 40-49: system informs user of the number of emails received, 
which would include none). 

33. With respect to claim 13, Brunson further teaches a step of referencing the 
sender of the e-mail in an address list (In Hashimoto:Col. 49 line 63 - Col. 50 line 8). 

34. With respect to claim 14, Brunson further teaches wherein said identifying step is 
implemented using a telephone line or using a direct access to an e-mail service system 
(In Hashimoto: Col. 55 line 15-50). 

35. With respect to claim 15, Brunson further teaches wherein said audio signal is 
generated based on the gender of the sender of the e-mail (In Hashimoto: Col. 49 line 
63 -Col. 50 line 8). 

36. With respect to claim 16, Brunson further teaches wherein said audio signal is 
generated in a male voice that is not the sender's if the gender information identifies that 
the sender of the e-mail is a male, and said audio signal is generated in a female voice 
that is not the sender's if the gender information identifies that the sender of the e-mail 

is a female (In Hashimoto: Col. 49 line 64 - Col. 50 line 8). 
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37. With respect to claim 17, Hashimoto further teaches wherein the male voice is 
also not of a receiver of the e-mail, and the female voice is also not of a receiver of the 
e-mail (In Hashimoto: Col. 49 line 64 - Col. 50 line 8: voices are synthesized voices). 

38. With respect to claim 18, Brunson further teaches wherein the plural attachment 
types comprise an image-type attachment, a video-type attachment, an audio-type 
attachment, and an email-type attachment (In Brunson: Fig. 17 and Col. 17 lines 7-10). 

39. With respect to claim 19, Brunson further teaches wherein the email message 
header information identifies the sender's name, a sending data and a subject of the e- 
mail (In Brunson: Col. 14 lines 1-28). 

40. With respect to claim 20, Brunson further teaches wherein the e-mail message 
data further identifies a total number of e-mails directed to the client (In Hashimoto: Col. 
51 lines 40-49). 

41 . With respect to claim 30, Brunson teaches the method of claim 9, wherein said 
intermediary is an electronic mail client program (Col. 2 lines 61-65). 



Response to Arguments 

42. Applicant's arguments filed 10/21/08 have been fully considered but they are not 
persuasive. 

43. Applicant argues - "Brunson does not disclose or suggest a communication 
connector directly connected to a server and operated to transmit audio data to a client 
upon a client's request." 
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a. Examiner's response - In one embodiment, the synchronizer (i.e. 
communication connector) can be part of the voice-mail server (Col. 5 lines 32- 
34). As such, the voice-mail server would be directly connected to the email 
server for synchronization purposes and furthermore, would response to client 
requests to transmit audio data when a user connects to the voice mail server to 
access their voice mail. 

44. Applicant argues - "Brunson also does not disclose or suggest "transmitting is 
performed by bypassing an intermediary between the e-mail server and the client"..." 

b. Examiner's response - In Brunson, the user may retrieve their email as 
audio data through the voicemail server (Col. 2 lines 61-65). As such, no 
intermediary such as an email client is required for the transmitting of audio data. 



Conclusion 

45. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID LAZARO whose telephone number is (571)272- 
3986. The examiner can normally be reached on 8:30-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached on 571-272-4006. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David Lazaro/ 

Primary Examiner, Art Unit 2455 
January 19, 2009 
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